DEC-24-03 WED 12:48 PM BOZICEVIC 



FAX NO. 650 327 3231 



P. 07 



AtlylMrt. No.: 10991 W-l 
IISSH: 09/754,6*7 



REMARKS 



The Kxaminer is respectfully requested to withdraw the rojccltons and 
allow Claims 68, 10-14 and 16-20, the only claims pending and currently undcr 
cxami nation in this application. 

Claims 6 and 12 have been amended to specify lhat Lhc microval vc 
includes a phase reversible gel material having a first porosity that can be 
modulated in response to an applied stimulus to provide a second porosity. The 
contacting steps of those claims have been amended to specify Lhat components 
of the lUiidic sample having molecular weights above a threshold level are 
excluded from entering the micro-valve and theieby remain outside of the 
micro-valve. These claims have also been amoiWed to specify that the methods 
include modulating the porosity of the micro -valve by applying a stimulus to the 
gel having a first porosity to provide the gel with a second porosity Hint 
selectively allows sample components that h:tvc a molecular weight below the 
threshold value to at least move into the micro-valve while excluding entry into 
the micro-valve of sample components having v ickeular weights above Lhc 
threshold value. Support for these amendments c:m he found in the specification 
and the originally filed claims, e.g., original Claims 9 and 15, and page 13, lines 
17-24; page 7, lines 12-24; and page 7 line 3 1 to pr,ge 8, line 28. 

Claims 10 and 16 have been amended to chiingc the dependencies. 
Claim 17 has been amended to specify that the kit includes at least one of; 
instructions for practicing the method of Claim 6 and means .for obtaining 
instructions for practicing the method or Claim o, instead of specifying Claim L 

Claims 1, 5, 9 and 15 have been canceled, fhe cancellation of claims 
made without prejudice to renewal, without tent to acquiesce lo any rejection, 
and without intent to surrender any subject metier encompassed by the canceled 
claims. The Applicants expressly reserve iho right to pursue any canceled 
subject matter in one or more continuation and/or divisional applications. 

As no new matter has been added by the i»hovo amendment, the 
Applicants respectfully request entry thereof. 
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ttw.iprrriow IJNDKR 35 UJrX\lltil(bl 
Claims 1-16 have been rejected under 35 U.S.C. § 1 02(b) a* being 
anticipated by Balch et al. (US 5,746,901). The Applicants respectfully submit 
that Balch et al. do not anticipate Claims 6-16 (CI iiim 1-5 have been 
cancelled). 

Independent Claims 6 and 12, and the cUiflis \\*A depend therefrom, 
have been amended to $pceify a^^ej^r^lfe-al ir-itoMibatJl^to 
p^Rv^^^ 

ggcond porosity, The claims have also been amended to specify that the 
methods include modulating the porosity of the micro-valve by ajmbdnaJte 

pj^itXll^°-^ U ^ T V nllows sample components ihjLbnyj^,moJgpvte 

wrfolit hrfflw the threshold value to^tje^mo^^^^ 

oj^ijSjna^^ 

^j^t^v. thfl threshold value. Balch et al. do not teach a method that 
includes these elements. 

Batch et al. do not teach a method that includes applying a stimulus to a 
gel material having a first porosity to provide the jvl malerial with a second 
porosity. 7n fact, Balch et al. fail to teach modulating a matrix to have any 
particular pore size, let alone modulating a f-eS matrix of a first porosity by 
applying a stimulus thereto to provide the K cl matrix with a second porosity that 
is permissive of certain sample components below a particular molecular weight 
and exclusive of sample components above a p:irlicutor molecular weight. 

Furthermore, Balch ct al. also fail to teach a step that includes contacting 
the sieving matrix, whether porosity -modulated or not, with a multi-component 
fluidio sample such that certain components or the Huidic sample having 
molecular weights above a threshold level avo excluded from entering die 
matrix and thereby remain outside of the maiux and components or the fluidic 
sample having molecular weights below a thiwhokl level at least enter the 
matrix. In fact, Balch et al. teaches that all sample components cuter the matrix: 
"Biomoleculcs arc loaded into the raicrochsumcl*... and arc separated as they 
migrate down the channel'* (col. 5, lines 31 -34, emphasis added) In other 
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words, Balch el al. do not teach that any sample components arc excluded from 
entering the matrix and in fact teach that they al 1 "inifemLc down the channel". 

In making this rejection, the Examiner asserts Hint if Balch ct al. employ 
the same material as the present invention, it is inherent thm the matrix would 
function in the same manner, However, the Applicants respectfully submit thai 
the function of a claimed micro-valve of the subject im cntion is dependant on a 
variety of different factors, one of which is the novel modulation of the- micro- 
valve gel material by an applied stimulus and moic sjvci fically on the 
modulation of the porosity of the gel to go from a lint porosity to a second 
porosity that selectively allows sample components that have a molecular 
weight below a threshold value to at least move hiio the micro-valve while 
excluding entry into the micro-valve orsamplc components having molecular 
weights above a threshold value. Accordingly, function of (he claimed micro- 
valves is not simply solely dependant upon the man>dd of the claimed micro- 
valves, hut also on the novel modulation of the micro -valve gel to fio from n 
Ihst porosity to a second porosity as described above. 

Accordingly, for at least the reason dcaci ibed above, Balch ct al. do not 
anticipate Claims 6-16. As such, the Applicants tcspvul fully request that this 
rejection be withdrawn. 

Claims 6-16 have been rejected under 3.5 US.C. § 102(b) as being 
anticipated by Nelson et al. (US 5,746,901 ). 'Hie Applicants respectfully submit 
that Nelson ct al. do not anticipate Claims 6-16 (Ctaims 1-5 have been 
canceled), as Nelson ct ah do not teach each and every claimed limitation. 

Independent Claims 6 and 12, and the clmns that depend therefrom, 
have been amended to specify aj>hascum£rtfife 

porosity tha t can be modulated in response loju i, a^uUetLsiimttlus to provide a. 
second porosity. The claims have also been amended to specify that the 
methods include modulating the porosity o f the micro-valve by apj>lyiniUl!.S 
atiinvhl^J^l^^ h ™ npr . a first porosity to nwvidc the ^cJj?ddij^camd 
pnrnsitv that selectiv ely nllows sam ple com por-cnts that havc^mmVcctijar 
^rjhjjy^y th^ threshold value to at least move i n I ojiaid^iiricrorvar vewlri lc 
w^AtYur F-nirY into the micro- valve of sample CiXOpmicuUjwn^m^mlftr 
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T^^Wgjh e threshold value . Nelson ct al. do not teach a method that 
includes these elements. 

Nelson ct al. do not teach a method that includes applying a stimulus to 
a gel material having a first porosity to provide the gel material with a second 
porosity. In fact, Nelson el al do not teach a slop oCi modulating Ihe enrichment 
medium or any other medium at all to change I he t *« osiiy thereof, let alone 
modulating the porosity of a gel medium by applying a stimulus to the gel 
medium having a first porosity to provide the gel medium with a second 
porosity that selectively allows sample components that have a molecular 
weight below a threshold value to at least move in-o the medium while 
excluding entry into the medium of sample components having molecular 
weights above a threshold level. 

Nelson ct al. also fail to teach a step lljat includes contacting the 
enrichment medium or any other medium, porosity -modulated or otherwise, 
with a multi-component fluidio sample such thai certain components of the 
nuidic sample having molecular weights above threshold level arc excluded 
from entering the medium and thereby remain outsUlc of the medium and 
components of the fluidic sample having moleci Liar weights below a threshold 
level at least enter the medium. For example, Nelson ct al. teach that all of the 
components of a sample art: moved into an enrichment channel. In other words, 
in regards to the enrichment channel, not only do Nelson et ah fail to teach the 
modulation step as claimed in the subject claims, but Nelson et al. also fail to 
teach that there are components of the sample thM remain outside the 
enrichment channel as Nelson et al. teach that till of the sample components are 
moved into the enrichment channel. 

The Examiner refers to the paragraph bridging cols. 5 and 6 that 
describes an enrichment channel embodiment h iving two gels; a first gel of 
large porosity and second gel of fine poro«ity. (Col .11, lines 25-58 describing 
Fig. 6, further describes this enrichment chanr -el embodiment). However, such 
embodiment still fails to leach the claimed invention. 

Not only do Nelson fail to teach modulating the porosity of a gel to go 
from a first porosity to a second porosity, but in describing this enrichment 
channel embodiment Nelson ct al. clearly sUtc that the boundary between rtwso 
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two gels occurs in the intersection of the main cleciropboretic flow path (col. 6, 
Hues 2-4; see also intersection 94 of Fig. 6). Nelson a ah teach that sample is 
moved under an electric field through the first gel find a bund of components is 
condensed at the inter race between the two gels. Of note is that Nelson ct al. do 
not leach that any components are not moved into and through this first gel. 
Another electric Held is then applied to move this hand of components through 
the main elcctrophorctic flow path - away from (he -second gel. hi other words, 
Nelson ct ah do not teach that some components of the baud arc moved into the 
second gel while other components arc excluded from entering the second gel 
due to molecular weights, as alt of the components uf the band at the interface 
between the first gel and the second gel are mov^l tin ongh the main 
elcctrophorctic flow path. 

Furthermore, for reasons analogous to those described abovo for Raich 
ct al, the Applicants respectfully submit that the invention of Nelson ct al. does 
not inherently function as the subject invention, wen if Nelson ct al. employed 
the some material in the enrichment channel as employed in the subject 
invention. For example, Nelson ct al. do not teach (he modulation of any 
component of the invention of Nelson ct al. in tro in ; inner as claimed in Claims 
6-16, nor do Nelson ct al . teach the contacting * top o f c la ims 6- 1 6. 

For at least the reasons described above, Nufson ct al. do not anticipate 
Claims 6-16- As such, the Applicants respectfully request that this rejection he 
withdrawn. 

Rejection Under 3 S U, S.C, 

Claims 1 7-20 have been rejected under 35 U.S.C § 103(a) as being 
unpatentable over Raich et al, or Nelson ct al, Th; Applicant respect fully submit 
that Claims 1 7-20 are patentable under 35 US. C, §103 (a) over Balch ct al. and 
Nelson ct al. 

Independent Claim 17, and claims that depend therefrom, recite a 
kit that includes at least one of; instructions for practicing the method of Claim 
6 or means for obtaining instructions far practicing the method of Claim 0. 
Accordingly, a component of the claimed lots k directed towards instructions 
for practicing the method of Claim G or means for obtaining such instructions. 
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As such, in order to render obvious Claims 17-20.. a reference or combi nation of 
references must teach or suggest at least one of: instructions for practicing the 
method of Claim 6 or means for obtaining mstrniUions for practicing the method 
of Claim 6. 

However, as described above neither Hak:h ot ul. nor Nelson et al. teach 
or even suggest all of the claimed limitations of Claim 6 and thus there is no 
motivation to modify these inventions to include instructions for practicing the 
method of Claim 6 or means for obtaining insmuLioiu for practicing the method 
of Claim 6 as neither teaches such a method. 

The Examiner asserts that it would have b-jea obvious to provide 
instruct tons or manuals that would explain to one that may desire to use the 
device to perform experimental procedures. However, the devices and 
experimental procedures of the cited references differ from that of the subject 
invention, it would not be obvious to modify any such instructions provided for 
the inventions of these cited references to instruct a user to practice Lhc subject 
invention as claimed in Claim 6 as the method of Claim 6 is note taught or 
suggested in the cited references. 

For at least the reasons described above, Claims 17-20 are patentable 
over Balch et al. and Kelson et al. As such, (he Applicants respectfully request 
that this rejection be withdrawn. 
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CONCP IRION 



The applicants respectfully submit th;i t all of the claims are in condition 
for allowance, which action is requested. If the Gxar/nnor finds that a telephone 
conference would expedite the prosecution of lUis application, please telephone 
the undersigned at (650) 327-3400- 

The Commissioner is hereby authorized la ch.1rf.3e any fees under 37 
C.I-.R. §§t-lG and 1.17 which maybe required by ihh paper, or to credit any 
overpayment, to Deposit Account No. 10991 97 ')•*!. 



Respectfully submitted, 





Registration No. 52,272 



Date: 





Bret Field 

Registration No. 37,620 
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